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DANA RI:\\'()1J) T 
GARST SFT:I) COMPANY 
2369 33()TH STRHH F 
SLATFR, lA 50244 

In re Application of Marcelo Dornelas el al. : 
Serial No.: 09 578.194 : 

Filed: May 24, 2000 : PFTH10N DFCISION 

Allomcy Docket No.: 026-1 : 

This is in response to applicants' petition, filed December 9, 2002 under 37 CFR 1.144. 
requesting withdraw al of the restriction requirement set forth by the examiner. 

BACKGROUND 

A re\'iew of the llle history shows that this application was filed under 35 U.S.C. 1 1 1 on Ma\ 24. 
2000. The application, as filed, contained claims 1-24. On August 13. 2001, the examiner 
mailed an Office action including a restriction requirement di\ iding the claims into 2 groups, and 
requiring a further election of a single species of plant and of a single nucleic acid sequence for 
examination, in the response llled June 1 1. 2002, applicants elected group II, and further elected 
Arahidopsis as the plant species and the d/eta ASK gene as the nucleic acid sequence to be 
examined, w ith tra\ crse. Applicants tra\ ersed the restriction requirement on the same grounds 
presented in the petition, discussed below . On August 30. 2002 the examiner mailed a first 
OlTice action on the merits w herein the restriction requirement w as made final. 

DISCUSSION 

Applicants ha\ c not tra\ ersed the restriction betw een groups 1 and II. The tra\ crsal concerns the 
further election of species w ithin the elected group. Applicants appear not to understand that 
these are elections of species, not restriction, and that additional species w ill be examined should 
the elected species pro\ e to be allow able. Ne\ ertheless. applicants' arguments are addressed 
below . 

Applicants argue that the exannner has not shown that the in\ entions arc independent or distinct, 
or that It w ould be a serious burden to search all of the claimed species. This argument is not 
pei'suasi\ e because these are the criteria used for detcrnnning w hethcr restriction is proper, not 



election of species. 



Applicants argue thai all of the recited nucleotide sequences should be searched, citing MPF:P 
So3.*>4. I his argument is not persuasn e for two reasons, f irst. MPld^ S<»3.n4 states that, in 



certain cases, up lo 10 sequences ma\' be searched. This does not require the examiner to search 
10 sequences. Second, the claims in the instant application are clearl}' dissimilar to those in tlie 
examples found in MPEP 803.04. and therelbre the partial \\ai\ er of 37 CFR 1.141 does not 
apph' in this case. 

Applicants argue that the dilTerent plant species recited in the claims do not ha\ e mutualK' 
exclusi\ e characteristics. This argument is not persuasi\ e because, again, the cited section of the 
MPEP refers to restriction practice, not election of species. As stated in the original restriction 
requirement, '^Should applicant tra\ erse on the ground that the species are not patentabK' distinct, 
applicant should submit e\ idence or identily such e\'idence now of record show ing the species to 
be obx'ious \'ariants or clearh' admit on the record that this is the case.'' Absent any such 
evidence or admission, the examiner's position is not improper. Note that in the petition, 
applicants state, "The applicant is not suggesting. ..that the species are not patentably distinct" (p. 
3, line 5). 

DECISION 

Applicants' petition is DENIED for the reasons set forth abo\'e. 

fhe time period for response continues to run from the mailing date of the final reiection. 

Any request for reconsideration or review of this decision must be made b\' a renew ed petition 
and must be filed w ithin TWO MONTMS of the mailing date of this decision in order to be 
considered timely. 

Should there be an\' questions w ith regard to this letter please contact Bruce Oampell b_\ letter 
addressed to the Director. Technolog\' Center 1000. Washington. DC 20231, or by telephone at 
(703) 308-4205 or b\ facsimile transmission at (703) 740-500(). 

John Doll 

Director, f echnology CV^iter 1(>(K) 




John, 



Here you go. John Doll needs to sign the petition at some point and the petition decision needs to be 
mailed. 

i backed up the examiner, but I wouldn't have done the election of species on the plant species. Seems 
unlikely that any additional search would be required. Also, they are right that, in plants, expressing the 
sense sequence can suppress gene expression as wei! as the antisense sequence (sometimes at least). 
So I might not have restricted on that basis, either. But they had not made that argument before, so I 
ignored it. I think my approach would have been different mainly because I am more familiar with the 
plant art (just guessing, don't really know Mary's background). 

Obviously, we are only going to examine one sequence, though. 

Sorry for the delay. 




